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State Right Of Publicity Not Preempted By Copyright Act

A MODEL OPINION - FEDERAL APPEALS COURT RULES
THAT STATE RIGHT OF PUBLICITY IS NOT PREEMPTED
BY FEDERAL COPYRIGHT LAW
By David R. Ellis, Attorney at Law
Largo, Florida
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In May 2005, a federal appeals court in Illinois reconsidered its own earlier
opinion and ruled that the right of publicity under state law is not
preempted by the U.S. Copyright Act. Toney v. L’Oreal USA, Inc., No. 032184 (7th Cir. May 6, 2005).
June Toney was a model who had appeared in print advertisements,
commercials, and runway shows. She signed a contract authorizing
Johnson Products Company to use her likeness on the packaging of a hairrelaxer product called “Ultra Sheen Supreme” for five years from
November 1995 until November 2000. She also authorized the use of her
likeness in national magazine advertisements for one year.
In the year 2000, L’Oreal USA and Wella Corporation acquired the Ultra
Sheen Supreme line of products. Toney claimed that L’Oreal and Wella
used her likeness in connection with the packaging and promotion of the
relaxer product after the contract expired. As a result, she sued them in
state court, alleging that they violated her right of publicity under the
Illinois Right of Publicity Act and also violated her rights under the federal
Trademark (Lanham) Act.
The defendants removed the case to federal district court on the basis of
federal question jurisdiction. The district court ruled that her right of
publicity claims were preempted by Section 301 of the Copyright Act, 17
U.S.C. §301. She later voluntarily dismissed her Lanham Act claim with
prejudice, and appealed the district court’s preemption determination.
Section 301 of the Copyright Act provides that state laws that provide
“rights that are equivalent to any of the exclusive rights within the general
scope of copyright ... in works of authorship that are fixed in a tangible
medium of expression and come within the subject matter of copyright ...
are governed exclusively by” the federal copyright statute. Thus any state
law that provides the same or similar rights to those protected by the
Copyright Act are preempted by the supremacy of federal law, and rights
purportedly granted by the state are of no effect.
On appeal, the Seventh Circuit Court of Appeals initially affirmed the
district court’s decision, saying that the plaintiff’s right of publicity claim
under Illinois law was preempted. Toney v. L’Oreal USA, Inc. (7th Cir.
Sept. 21, 2004). Subsequently, the court agreed to reconsider the case,
whereupon it reversed itself and decided that the right of publicity claim
was not preempted by federal copyright law and could indeed proceed.
In determining whether her claim had been preempted by federal law, the
court first decided whether the work at issue was fixed in a tangible form
and whether it was within the subject matter of copyright as specified in
§102 of the Copyright Act. That section defines the subject matter of
copyright as “original works of authorship fixed in any tangible medium of
expression, now known or later developed, from which they can be
perceived, reproduced, or otherwise communicated ....” The court then
considered whether the state right of publicity is equivalent to any of the
rights set forth in §106, which include the right to reproduce, adapt
(prepare derivative works), distribute, and publicly perform and display the
copyrighted work.
The court found that Toney’s identity was not fixed in a tangible medium
of expression and was not a “work of authorship.” A person’s likeness, i.e.
her persona, is not authored and is not fixed. An image of a person might
be fixed in a copyrightable photograph but that does not make her identity
itself fixed. As a result, the right of publicity protected by the state statute
is not “equivalent” to any of the exclusive rights within the scope of
copyright set forth in §106.
The court said that the purpose of the right of publicity is to allow a person
to control the commercial value of his or her identity. Unlike copyright law,
“commercial purpose” is an element of the publicity law. The defendants
used the plaintiff’s likeness without her consent for their commercial
advantage. The fact that the photograph itself could be copyrighted, and
that defendants owned the copyright to the photograph that was used,
was irrelevant to her claim because the basis of her right of publicity
concerned the message, namely whether the plaintiff endorsed or
appeared to endorse the product in question. The use of a photograph
without a person’s consent can harm the person photographed and thus it
can constitute a colorable claim under the state publicity statute.
The court concluded by attempting to clarify an apparent conflicting
precedent created by its earlier decision in Baltimore Orioles v. Major
League Baseball Players Ass'n, 805 F.2d 663 (7th Cir. 1986). In that case,
major league baseball players claimed that televised broadcasts of games
made without their consent violated their rights of publicity in their
performances. The court found that the telecasts were fixed in tangible
form because they were recorded simultaneously with their transmission
and were audiovisual works within the subject matter of copyright. The
court further found that the baseball clubs owned the copyrights in the
telecasts, and that the players’ rights of publicity in their game-time
performances were not significantly different from the rights conferred by
the copyright law, so that the players' rights of publicity in their
performances were preempted under §301.
The Toney court sought to clarify the distinctions between its holding and
the Baltimore Orioles opinion. The court said that the earlier case does not
simply stand for the proposition that state right of publicity laws are
preempted in all instances by federal copyright law. Rather, the case holds
that state laws that intrude on the domain of copyright are preempted
even if the particular expression is neither copyrighted nor copyrightable.
Such a result is essential in order to preserve the extent of the public
domain established by copyright law.
Therefore, states may not create rights in material that was published
more than 95 years ago, even though that material is not subject to
federal copyright. Also, states may not create copyrightlike protections in
materials that are not original enough for federal protection, such as a
telephone book with listings in alphabetical order.
The court said that Baltimore Orioles itself makes clear that a player's right
of publicity in his name or likeness would not be preempted if a company,
without the consent of the player, used the player's name to advertise its
product. The court thus reversed its previous decision and ruled that the
plaintiff's claim under the Illinois right of publicity statute was not
preempted by federal copyright law.
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